09/25/2087 12:09 4142286881 JOHN PIENKOS PAGE 01 

RECEIVED 

CENTRAL PAX CENTER 

SEP 2 6 2007 



To: U.S. Patent Office 

ATTENTION: CERTIFICATE OF 
CORRECTION BRANCH 
Fax: (571)273-8300 

From: John T. Pienkos 

Patentee, U.S. Patent No. 7,272,572 
Fax: (414)228-6881 

Date: September 26, 2007 

Re: Request for Certificate of Correction and 
Accompanying Documentation 



37 Pages Including Cover Page 



!0CT 2 2007 



PAGE 1/37*RCVD AT 9/2612007 1:27:38 AM [Eastern Daylight Time]* SVR:USPTO-EFXRF-5/17 » DNIS:2738300*CSID:4142286881 • DURATION (mm-ss):22-18 



Certificate 
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of Correction 
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john pienkos RECEIVED PAGE 02 

CENTRAL FAX CENTER 

SEP 2 6 2007 



I hereby certify that this correspondence is being fexed to the C«^ic^ of ^rroctiop^Bi^^J 
and Trademark Office at (571) 273-8300 on the Mowing date: ^/^P/0^___^i xj£* 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



the U.S. Patent 



7,272,572 Bl 
September 18, 2007 
Pienkos, John T. 

METHOD AND SYSTEM FOR FACILITATING THE TRANSFER OF 
INTELLECTUAL PROPERTY 



REQUEST FOR CERTIFICATE OF CORRECTION OF PATENT 
FOR PTO MISTAKE (37 CJJL SECTION 1322(A)) 



Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 

ATTENTION: CERTIFICATE OF CORRECTION BRANCH 



Patent Number 
Issued: 
Patentee: 
Title: 



Dear Sir 

It is requested that a Certificate of Correction be issued correcting priming errors 
appearing in the above-identified United States Patent 

Attached are six pages of Forms PTO/SB/44, with the text of the Certificate in the 
suggested form suitable for printing. 

REMARKS 

The errors requiring correction are due to Patent Office printing errors. The errors in 
particular include the following: 

1) a fcrilure to indicate a priority claim to U.S. provisional application no. 60/190,770 on the 
cover page of the potent; 

2) seven errors associated with the listing of References Cited on pages 2 and 3 of the issued 
patent; 

3) numerous additional omissions from the References Cited listing concerning other 
references that were submitted to the Patent Office by the Applicant and considered by the 
Examiner (the listing of these omitted items begins on the second page of the Forms 
PTO/SB/44 and continues through the first Hem on the sixth page of the Forms PTO/SB/44); 
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U.S. Pateot No. 7,272,572 
Request for Certificate of Correction 
Submitted on Septottfrer 26, 2007 

4) four errors in the text of the Specification; and 

5) five additional errors in several of the Claims of the patent. 

Correction in accordance with item (1) above is intended to correct the issued patent 
so that it properly reflects the priority claim to the parent provisional application. The 
Patentee correspondingly requests that the Patent Office PAIR system also be corrected to 
reflect this priority claim. 

Correction in accordance with item (2) is intended to correct certain minor errors 
occurring in the References Cited listing of the patent, so that the listed items more accurately 
reflect the actual references that were considered by the Patent Office during prosecution. 
Correction in accordance with item (3) is intended to rectify the omission, from the 
References Cited listing, of numerous additional references that were submitted and 
considered by the Patent Office during prosecution. The corrections of (2) and (3) do not 
involve the addition of any new references that were not considered during prosecution. 

As for correction in accordance with item (4), this is intended to improve the 
accuracy of the Detailed Description section of the patent, and to reflect the actual text of the 
originally-filed application. These changes do not add new matte. Further, with respect to 
correction in accordance with item (5), this is intended to conform the Claims to the Claims 
as allowed by the Examiner during prosecution. It is believed that issuance of a Certificate of 
Correction with these corrections would not change either the scope or meaning of the Claims 
or add new matter, and that re-examination is not required. 

The Applicant has attached certain documentation with this transmission 
demonstrating that the above-mentioned corrections are needed to correct Patent Office 
printing errors. The items (IK 5 ) below respectively are intended to provide support in 
relation to the items (IMS) above, respectively. In particular, the Applicant has attached: 

1) copies of 3 pages from a submission by die Patentee received by the Patent Office on 
January 25, 2001 in which the Patentee amended U.S. patent application no. 09/724,744 to 
claim the benefit of U.S. provisional patent application no. 60/1 90,770 (the first of these 
pages is a copy of the return receipt postcard received back from the Patent Office); 

2) copy of a Form PTO-892 accompanying the Patent Office action mailed on March 8, 
2004, confirming the accuracy of the first correction requested on page 2 of the patent, and 
additionally copies of 5 pages of Forms PTO/SB/08b initialed by the Patent Examiner and 
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US. Patent No. 7.272,572 
ftaguest for Cdtifc** of Coirort«m 
Submitted on September 26, 2007 

accompanying the Patent Office action mailed on July 17, 2007, confirming the additional 
changes to the References Cited on pages 2 and 3 of the patent; 

3) copies of 12 pages of Forms PTO/SB/08b initialed by the Patent Examiner reflecting the 
references that were considered by the Patent Examiner but omitted from the References 
Cited section of the patent (these initialed pages were included with the Notice of Allowance 
and Issue Fce(s) Due mailed on May 30, 2007); 

4) copy of 3 pages from the Specification oflLS, patent application no. 09/724,744 as 
originally filed showing the correct text of the Specification; and 

5) copy of 3 pages from the Amendment in Accordance with 37 CFR 13 12 submitted by the 
Applicant on January 28, 2007 indicating the final claims of the patent 

As the errors listed are due to Patent Office printing mistakes, it is believed that no fee 
is necessary in connection with this Certificate. 

The Examiner is requested to contact the undersigned should any questions arise with 
respect to this Request* 

Respectfully submitted, 



Dated: 




(414) 228-6881 
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U.S. Patent and TraXm** OfflC*; U.S. OEPAKTMEjf OF COMM5KCE 
Ur^rih-PaporwortR^uctionA^ofim no per*™* .re require to rewnd 1o * oo^on of Ir^m^on unie* H dleplaye e ^ff^^Sg^ 



UNITED STATES PATENT AND TRADEMARK OFFICE 
CERTIFICATE OF CORRECTION 

Pace of & _ 

PATENT NO. 7,272,572 B1 

APPLICATION NO.; W/724,744 
issue date September 18,2007 

inventor<$) John Thaddeus Pienkos 

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent 
is hereby corrected as shown below: 



On the cover page, beneath the line stating "(22) Filed: Nov* 28% 2000": Add 
-Related VS. Apptotioa Data 

(60) Provisional application No, 60/190,770, filed on Mar. 20,2000,-. 

On Page 2, in the seventeenth line of column I following the heading OTHER PUBLICATIONS: Replace 
"Young' investment* with -Young's investment-. 

On Page 2, in the second-to-last line of column 1 : Replace "Achievers" with -Achieves-. 

On Page 3, in the fifth line of column 1 : Replace "Discovered" with -Discarded-. 

On Page 3, in the seventh line of column 1 : Replace "Services" with -Service-. 

On Page 3, in the nineteenth line of column 1 : Replace "P.Co" with -P.C-. 

On Page 3, in the third-to-last line of column 1: Replace "involving" with -including-. 

On Page 3, in the twenty-second line of column 2: Replace t Vww2xfr.com" wrth -www.2xfr.com~. 



MAILING ADDRESS OF SENDER (Please do not use customer number below): 
lnnovaport LLC 
5017 N. Hollywood Ave. 
Whitefish Bay, Wisconsin 53217 



f Thi. ~<]*c*jon Of informal" la required by 37 CFR 1.322. 1,323. and 1.324. The Information it required to obtain or ^^*7^J|^ U "^ 
feftd bv IS USPTO to DfoewBi an application Cortfid*r**iny la governed by 35 U.S.C. 122 and 37 CFR 1.14. TN» eolteeflon la estimated to t*Ke 1.0 hour to 
Sndu^offi me Spited application form to the USPTO. Tim* wN W**"""* T'^JESSlZ^ 

c3e*t* on meSmount of lime % require to complete tMi form and/or ^J^"^'* ^"^^T^m^t S^ND t£L oRCOpSSSd- 

Trademark Offce> U.S. Department of Commerce, P.O. Box 1450. Alexandria. VA 22313-1460. DO NOT SEND FEES OR COMPI^TSD 
i ADDRESS. Send TO: Attention Certfflcete of Corrections Branch. Commissioner for Pstent*, P.O. Box 1480, AJexandrie, 



U.S. Patent and 
FORMS TO THIS 
VA 22313-1460. 



tfyov need assistance in completing the torn, call 1-BOO-FTO-9199 and sated option 2. 



OCT 2 2007 



PAGE 5(3? " RCVD AT 9(26*2007 1 :27:38 AM [Eastern Daylghl Time] ' SVR:USPT0£FXRF-5(1 7 ' OMS:2?M3M ■ CSID:414228S881' DURATION (mm-ss):2I-1S 



09/25/2007 12:09 4142286881 JOHN PIENKOS PAGE 



PTO/SB/44 (09-07) 
ApprCV*0 Tor UM through Qft/31/301fj. OMB 0651-0033 
US. Patent and Trademark Office U.S. DEPARTMENT Or COMMERCE 
Under the Paper*** Reduction Act of 1*M. no penwr* are require to rwond to a ootlerton of triform*** unlets ft dUpleyt » ^M^^r^num^ 



UNITED STATES PATENT AND TRADEMARK OFFICE 
CERTIFICATE OF CORRECTION 

Page 2 Q f _6_ 

PATENT NO. 7,272,572 B I 

APPLICATION NO,: 09/724,744 

ISSUE date September 18, 2007 

iNver*TOR(S) John Thaddeus Pienkos 

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent 
Is hereby corrected as shown below: 

Oa Page 3, prior to "* cited by examiner": Add 

-The Making of a Cash Machine", Intellectual Asset Management, Dec/Jan. 2007, p- 33-8. 

Web pages from the U.S. Patent and Trademark Office website regarding listing of patents for sale or 

license in the Official Gazette (OG), obtained at www.uspto.gov. printed on January 19, 2007, 3 pages. 

Web pages ofShop4patents.com, obtained at www.^hop4paterjte.c<)rf]L printed on January 19, 2007, 2 

pages. 

Web pages of Free Patent Auction, obtained at www.freenatein^iicrJ^ printed on January 19, 2007, 4 
pages. 

Web pages of Idea Trade Network, obtained at www.riewideatrade.cotn. printed on January 19, 2007, 3 
pages. 

"New Lawsuits", Techno Bytes, Intellectual Property Today, May, 2005, page 1 8. 

"The Copyright & Patent Wars", Jim Pinto, obtained at www.automation.conL printed on January 18, 2007, 
original publication date unknown, 4 pages* 

"GEFamic Settles With Solaia Over *318 Patent", nht»ii**i <* wu/w ti^<>m^utoinatron.coro, dated 
March 10, 2005, printed on January 1 8, 2007, 2 pages. 

"Ebay v . MercExchange: TbP Law of Patent Injunctions", obtained at patentlaAv.tyrjepad.cuni/patmt, dated 
3/14/06, printed 1/22/07, 10 pgs, 

"Delphian Updates Web Site, Enables Access to Derwent World Patents Index", Nancy Lambert, dated 
March 19, 2001, obtained at newsbreaks.n^oday.com, printed January 22, 2007, 2 pages. 
"Available Patents and Licensing Information", obtained at flanidattaitic.org, printed on January 22, 2007, 
3 pages. 

Web pages of Davison, Inc., obtained at www.davison54.coni printed on January 23, 2007, 4 pages. 
Web page ofM-CAM, Inc., obtained at wwwjn-cam.corjL printed on January 22, 2007, I page. 



MAILING ADDRESS OF SENDER (Please do not use customer number below): 
Innovaport LLC 
5017 N. Hollywood Ave. 
Whitefiah Bay, Wisconsin 532 1 7 

TMs Cdtectton of information ii required by 37 CFR 1.322, 1.323, «nd 1-324. The Information is required to obtain 4t retain a benefit by the public which !■ to file 
(and by the USPTO to procMi) an application. Confidentiality ii governed by 36 US-C 122 and 37 CFR 1.14. Thie collection is estimated to take 1.0 hour tD 
complete including gathering, pro paring, and remitting the completed ippfcation form to the USPTO- Time will vary depending upon the Individual c***. Any 
comment's on the amount <ff time you require to complete tW» form and/or suggestion* for reducing thl> burden, should be Mm to the Chtef Information Offlocr 
U.S. Want and Trademark Office, U.S. Department of Commerce. P.O. Box 1450. Alexandria. VA 22313-145P. DO NOT SEND FEES OR COMPLETED 
forms TO THIS ADDRESS. *6nd TO: Attention Certificate of Corrections drench, Commissioner for Patents, P.O, Box 1*50, Alexandria, 

VA 22313-1460. 

If you noeo* Q9&9tenc4 in completing the form, call 1SOO-RTO-91 99 and select option 2. 



OCT 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
CERTIFICATE OF CORRECTION 

P»fl" 3 of 

PATeNTNO. : 7,272,572 Bl 
APPLICATION NO.: 09/724,744 
ISSUE DATE September 18, 2007 

INVENTORY) John Thaddeus Pienkos 

It is certified that an error appears or en™ appear In tr» abov*^^ 
is hereby corrected a» ehown below: 

"The "Capital Gang-Whafs the State of Capital in the State Capital?", dated May 17, 1999, obtained at 
Y fYAi. Hnminionrjanners.com. printed on January 22, 2007, 4 pages. 

S^ Tor Dsvid E Martin, speaker at "Ten Years Hence" speaker series at Univ. of Notre Dame, 
nhtelned at www.nd.edn. printed on January 22, 2007, 2 pgs. ^ ini ^« 
"Measuring Innovation: ip«Q Releases the 2006 Patent Scorecard", dated May 10, 2006, obtained « 
v/ww.nrweb.cxjin, printed on January 23, 2007, 2 pgs. 

SSShesPatent Brokerage Services, Bringing Liquidity to Patent Marketplace", BuatoessWne, 
dated Jury 27, 2005, obtained »t www firtdartictos.com. primed on January 23, P8*- 
"Get it now from Ebay, hostage to the patent trolls", Patti Waldmeir, FT.com. dated March 16, 2006, 

SttteovSBlaSwrv: Is the U.S. Patent System Out of Whack?", dated March 16, 2006, Knowledge® 
Wharton, printed January 27, 2007, 5 pages. . 
Web pages of Pat^ ValuePredictor.com, obtained at wwwDatfcntva1ueoredictcT.com, datcoVpnnted 

"Profile: When Acacia comes knocking", Managing Intellectual Property, dated February 2007, printed 

Sea^mutopage from internet Archive Wayback Machine regarding www.ac^^resean^pom. obtained 
at web.aTchive.arg on 2/17/07, 1 page. 

Web page of Acacia Research Corporation, supposedly dated 1 1/28/1999 according to Intranet Archive 
Wayback Machine, obtained at webjrchive.org, printed on 2/17/07, 1 pg. 

Web pages of University Technologies International, obtained »t www.uri.ca, printed 2/15/07, 4 pgs. 
Search results page flom Internet Archive Wayback Machine regarding www.nti.ca, obtained at 
web-archive.org, on 2/17/07, 1 pg. 



MAILING ACM - , ^^^^ l ^f^p ER ^ p,Ba8e °° no1 1,80 customer number betow): 

5017 N. Hollywood Ave. 
Whitefish Bay, Wisconsin 53217 



amaM ****** g^rtno. wh» end wanes* ^^^ JffZSS SSr- J* L'ZT'JSd^S to IS C*» Wown— Offlcor, 

££££ on lb. inSmt of «— y wqUf. to a»*t» *» - ffff T^flS?* ff^gT'J?* SST JS^oUar SEND FEES OR OOHPlfiTgO 

forms to th» A00WES8, ww Tft Atunttow CiUfkut» ol CofreoBowe nnncn. win™ I 

VA 2231 >-1 400. 

0,01 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
CERTIFICATE OF CORRECTION 

Page_4l_of f _ 

PATEMTNO. : 7,27*572 Bl 

APPUCATKM NO.: 09/724,744 

ISSUE DATE September 18, 2007 

INVENTORY) John Thaddeus Pienkos 

It is certified that an error appears or errors appear In the ato^rntfied patent and that aatd Latter Patent 
Is hereby oomettd «• ehown below: 

Web pages of University Technologies Int'l foe,, supposedly dated 1/25/1999 according to Internet Archive 
Wavback Machine, obtained at web.arebive.org, printed on 2/17/07, 5 pgs. . . . 

W* page! TofSveniry Technologies Int'l Inc., supposedly dated 2/1 8/1 997 according to Internet Archive 
Wavhack imchine. obtained at web.archive.ixg, printed on 2/17/07, 6 pgs. 

Z^^7m^J^o)o^ Int'l inc., supposedly dated 1 3/3/00 according to Internet Ardnve 

Wavbock Machine, obtained at web.archive.org, printed on 2/17/07, 7 pgs __ : .„, 1<:w , . 

Wantages of Renirandt IP Management LLC, obtained at W wre m h Ta ndffi m d r com, printed 2/15/07, 4 

Web pages ofl790 Analytics LLC, obtained at www. 1 79Qa nfl Mi«,^ printed 2/1 5/07 2 pgs. 
Web pages of The Patent Board, obtained at www.patcrgboardjgm, printed 2A 5 /07, 5 p gs. 
Web pages of Research Corporation Technologies, obtained at www.rctechxom, rented on2/15^7,3 pgs. 
Searchresnte page from Internet Archive Wayback Machine regarding w^wrcte^h,9vtn, ootameo at 

web.archive.org on 2/17/07, 1 pg. ^ - amMu* 

Web pages of Research Corporation Technologies, supposedly dated 1 2/2/9S according to Internet Archive 
Wavback machine, obtained at web.aTchive.oTg, printed on 2/1 7/07, 1 1 pgs- 

patTof R^arch Corporation Technologies, supposedly dated 12/30/96 according to totemet 
Archive Wayback Machine, obtained at web.archive.org, printed ooj 2/1 17/07,4 pgs. 
Web pages of Research Corporation Technologies, supposedly dated 1 1/17/00 according to Internet 
Archive Wavback machine, obtained at web.archive.org. printed on 2/17/07, 12 pgs. 
W^ ^^earchSi>c«tion Technologies, supposed* dated 4/27/1999 according to town* 
Archive Wayback machine, obtained at web.arehive.org, printed on 2/1 7/07, 1 1 pgs- 
Web pages ofBTG, obtained at wwwj^plc.cojaprntted on 2/15/07, 5 pgs. 
SearchHWMto page from Internet Archive Wayback machine regarding www, btg^egm, obtained at 
web.archive.org on 2/17/07, 1 pg. 



MAILING ADDRESS OF SENDER (Please do not use customer number below): 
Innovaport LLC 
5017 N. Hollywood Ave, 
Whitefish Bay, Wisconsin 53217 

e«I^« fW-n"* »« <«»^*^ DO NOT SEND FEES OR COMPLETED 



t^^C^^ TC^ ^«^ctS^f C^Son. few**. Con******* P°- USO. A**."** 

VA2ZS1V14S0. 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
CERTIFICATE OF CORRECTION 

Paoe ^ of C 

PATENT NO, 7,272^572 Bl 

APPLICATION NO.: 09/724,744 

ISSUE DATE September 18,2007 

lNVENTOft(S) John Thaddeus Pienkos 

It certified that an error appears or errors appear in the above-Identified patent and that said Letters Patent 
is hereby corrected as shown below: 

"Intellectual Property Monctization", presentation dated 2005, Russell Barron, S pgs. 

"Latest Trends to IP Mansgemenr, presentation dated 1 1/15/2006, Russell Barron, 12 p&. 

Web pages of Sobiia Technology LLC, obtained at www^solataxom . printed 2/1 7/07, 2 pgs. 

Web pages of WARF (Wisconsin Alumni Research Foundation), obtained at www.warf.orfe. printed on 

2/16/07, 15 pgs. 

Web pages of ThinkFire, obtained at www,thinkfyre,com. printed on 2/1 7/07, 2pgs. 

Home page of InterDigital Communications, obtained at www.mterdigftal.com. printed on 2/17/07, 1 pg. 

Home page of Gemstar-TV Guide International, obtained at www.gemstartvfiiide.coin. printed on 2/17/07, 

1 PS* 

Home page of Thomson Corp., obtained at www.tnotn&oiLcpm, prated on 2/17/07, 1 pg. 
Home page of Thomson SA, obtained at www.thott330n<nct printed on 2/17/07, 1 pg. 
"A Market for Ideas", The Economist, October 22, 2005, pp. 1-14. 

Web pages of AJIiacense/TPL Group, obtained at www.alliacensexom. 3 pages* printed on 3/9/07. 
Web page of Immersion Corporation, obtained at www.immerskro^cogi 1 page, printed oe 3/9/07. 
Web pages of OoD TechMateh, obtained at www.dodtechTTtatch.coni. 2 pages, printed on 3/12/07. 
Home page of Mosaid Technologies Inc., obtained at www.moarid.com. printed on 5/18/07, 1 page; 
ww w 1 f ttosakl.oofi | - 

Web page regarding "Our Team" of Telaric Ideas, obtained at www.tetaricideas.com/tetim.rn^ printed on 
5/18/07, 1 page; www.telaricideas.coin. 

Home page of Wi-LAN, Inc., obtained at www^wManconi printed on 5/1 8/07, 1 page; ww^wi-tffl^corn. 

Web pages Of SnapNames, ohtAhwsd a* www.gnapnames.com. printed on 5/18/07, 2 pages; 
www>snapna™» com: 

Web page regarding Bowie Bot^ fromfo printed on 5/18/07, 1 

page; en.wikh j^ia.crfE/wiki/Bowfe Bonds . 



MAILING ADDRESS OF SENDER (Pteate do not use customer number below): 
Innovaport LLC 
5017 N. Holrywood Ave. 
Whttetlsh Bay, Wisconsin 532 1 7 

Thfal cofcrton Of ltferm*IC» * i»qi»*d by 37 CFR 1322. 1323. CTd 1,324. ^ ^f^^*^^ ^^"SS^^ 
CDmptete kldildhlft 

Z^^tS^i^^ to oM»ftl» farm ***t 0RC0£££Si 
( I P^.nt **) TT«k»m«t Offie* U.S. Oop^tiW of C<#fl«». P.O. Box 1460. Alexmndrm, VA 2231>1460. DO h^T SEND FEES OR COWJ^O 
FORMS TO THIS ADDRESS, SEND TOe Attention CoitfflCttft Ot COfWtton* enncA, CdnmiWlDftW tor rmntB, K.u. BOX AWXanoria, 

i/ you rwed exsabtenc* In compter the torn). caH and txitoct option 2 

OCT 2 
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Approve For UM through 08/31/201 0,0MB jKW 1-0035 

U.S. P«W( sndTrwtamartc Office U.S. DEPARTMENT OF COMMERCE 

, — » a- *t loon t^nn. *m r&mired to wittfnd to « «*i«Mon of kiformation urf«i tt diplaya ■ vdid OMB Mn ^L" u V^; 
Under th» Paperwork RadustiOrt Ad « 1 005, no p«r»on* *ra requiroa to rvipona w « (Alto Form PTQ-10&Q) 



UNITED STATES PATENT AND TRADEMARK OFFICE 

CERTIFICATE OF CORRECTION 

Page 6 of 6_ 
PATENT NO, 7,272,572 81 

APPLICATION NO.: 09/724,744 

issue date September 18, 2007 

inventory) John Thaddeus Pienkos 

It is certified that an error appears or errors appear in the above-identified patent and that said Letters Patent 
is hereby corrected as shown below: 

"Patent Pirates", obtained at www forhes.coni/foTbi^ (alteroarJvery at 

wwJc>rbcs.«an/rr^ datod 5/7/07 ' pnnted 011 5/1 8/07 ' 2 

pages.- 

At column 14, line 35: Replace "visitor fa an IPIB" with -visitor is an IP-, 
At column 14, line 45: Replace "nature of the IPIB" with -nature of the IP-. 
At column 1 9, line 29: Replace "time as an IPIB" with -time is an IP--. 
At column 24, line 14: Replace "rights to IPIB" with -rights to IP-. 
In claim 15, at column 32, line 19, prior to ''retrieve": Delete "and". 
In claim 17, at column 32, line 30: Replace with 
In claim 1 8, at column 32, line 48: Replace "Web" with -web-. 
In claim 18, at column 32, line 55: Replace "b) receiving" with -(b) receiving-. 
In claim 20, at column 34, line 1 : Replace **b) receiving" with -(b) receiving-. 



MAILING ADDRESS OF SENDER (Please do not use customer number below): 
Innovaport LLC 
5017 N. Hollywood Ave. 
Whitefish Bay, Wisconsin 532 17 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Applicant Pieokos, John T. 
Serial No.: 09/724744 
Filing Date: December 29, 2000 

Title: Method and System For Facilitating 

the Transfer of Intellectual Property 



PreHminary Amendment 

Assistant Commissioner for Patents 
Washington, DC 20231 

Dear Sir or Madam: 

Please insert the following to the specification of the above-tdentified patent 
application, at page 1 directly above the heading "FIELD OF THE INVENTION", in 
order to provide a cross-reference within the specification to an earlier-filed provisional 
patent application: 

"CROSS-REFERENCE TO RELATED APPLICATION 

This application claims the benefit of U.S. Provisional Application No. 
60/190,770 fikd on March 20, 2000." 

The Applicant also respectfully submits herewith the enclosed Information 
Disclosure Statement and copies of the cited references, in accordance with CFR Sections 
L97andL9«. 

The Applicant add ffi"»—"y ™b*»tta herewith an Assignment showing the 
assignment of the present application by the Applicant to Patentbank L.L.C.. end the 
assignment recordation fee for the Assignment. 

Respectfully. 




, . , JolmTiKenfcot 



Dated: 

5017 N.HoUywood Ave. 
WhftefiABay.WI 53217 
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licensing or selling — for example, in the case of a patent, the patent number, the filing (or 
issue) date of the patent (e.g., time until expiration of the patent), and/or the inventor can 
be specified, among other information. Additionally, in the preferred embodiment, IP1B 
computer system 210 attempts to obtain more specific information summarizing or 
5 otherwise indicating the nature of the technology covered by* the IP, and the potential 
products or markets that can be covered by the IP. That is, the nature of the JDP refers to, 
for example, the identity, type, and technological/product/market scope of coverage of 
the IP assets that are available for transfer, although the nature of the IP is not necessarily 
limited to these particular concepts. 
10 The information concerning the nature of the IP can allow various 

determinations to be made by 1P1B 110 (either by an employee of the IPIB or 
automatically by IPIB computer system 210), such as determinations regarding the 
potential value of the IP 7 and determinations as to what type of transfer from IP owner 
120 to the EPIB would be most appropriate (e.g., license or sale). In the case where the 
15 visitor is an IP desirer 130 (step 330(b)), IPIB computer system 210 obtains information 
regarding the type of IP asset and/or the type of technology that the IP desirer is 
interested in purchasing or licensing. This information will also allow various 
determinations to be made by IPIB 1 10, such as determinations regarding whether the 
IPIB owns ot is currently licensing IP that covers this type of technology. 
20 In performing step 330, IPIB computer system 2 1 0 preferably prompts the 

visitor with a series of questions regarding the nature of the IP that the visitor wants to 
sell, purchase or license. Alternatively, other forms of data entry are possible; for 
example, IPIB computer system 210 can provide an on-line questionnaire with one or 
more fields for the entry of specific data by the visitor, or merely an "open space" in 
25 which the visitor can enter whatever information the visitor wants. TPIB computer 
system 210 can employ graphical user interfaces (GUIs), and also can utilize data entry 
formats that are personalized for particular users. Further, although obtaining such 
information via the website of IPIB computer system 210 is the preferred method of 
operation, the information can also be communicated to the IPIB computer system by 
30 having IP owner 120 or LP desirer 130 mail in such information (or otherwise provide 
such information in another manner) and having an employee of the IPIB input such 

2, OCT 2»tf 
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allow such objections to be presented (e.g., by checking a box) by a visitor even though 
the visitor basically accepted the proposed agreement. In such an embodiment, it would 
b£ possible fbj* IPIB computer system 210 to receive an acceptance response plus 
additional comments. (Similarly, in another embodiment, IPIB computer system 210 
5 would be able to provide an acceptance, in response to the objections of the visitor, along 
with minor comments to the visitor.) 

Once an agreement has been reached between the visitor and IPIB 110> 
payment can be automatically made. In the case of an agreement between IPIB 1 10 and 
DP owner 120, a payment is made from the IPIB to the IP owner, in step 370(a). In the 

10 case of an agreement between IPIB 1 10 and IP desirer 130, a payment is received by the 
IPIB from the IP desirer, in step 370(b). Such payments can be made via the internet by 
way of standard credit card transactions (if the payments are small enough), particularly 
in the case of IP desirer 130 paying IPIB 110. In such case, payment includes the 
receiving of a credit card number (and related information) by IPIB 1 10 from IP desirer 

15 1 30 7 and the debiting of the credit card (in the case where IPIB 1 10 was using a credit 
card to pay IP owner 120, IPBB would provide the IP owner with a credit card number 
and related information). Commonly, the payments are too substantial to be handled 
using a credit card. In such case, information such as a bank account number and/or 
routing number can be provided by IPIB 1 10 to IP desirer 130 or, in the case of a transfer 

20 of IP between IP owner 120 and the IPIB, such information is received by the IPIB, 
Payment in step 370 can include other payment methods known in the art. In the case 
where IPIB 110 is sublicensing IP that it has licensed from IP owner 120, the IPIB often 
will not be required to make any royalty payments until such time as an IP desirer 130 
pays royalties. In such cases, payment step 370 does not occur immediately or even soon 

25 after the conclusion of a licensing agreement between IP owner 120 and IPIB 110. 
Further, many alternate payment methods are possible besides electronic payment, and in 
some cases no payments will be made (e.g., a gift of IP) making step 370 unnecessary. 

Turning to Fig. 4, a flow chart 400 is provided showing steps of operation 
of IPDB computer system 210 in relation to computer systems 240 of IP exchange 140. 

30 The steps shown are exemplary and are especially applicable with respect to the 
preferred, internet-oriented embodiment of the IPIB computer system 210 (since present- 

PAGE 33/37 * RCVD AT 9/26/2007 1:27:38 AM [Eastern Daylight Time] ' SVR:USPTO-EFXRF-5/17* DNIS:2738300 * CS1D:4142286881 ' DURATION (mm-ss):22-18 



09/25/2007 12:09 4142286881 JOHN PIENKOS PAGE 



etc.) to confirm that the IP is sound. Performing this status check can require consulting 
one or more database(s) or other information sources, including database(s) that are and 
are not part of IPIB computer system 210. Next, in step 515 7 a market analysis of the IP 
is conducted, e.g., an analysis of the markets for products that are covered by the IP. 
5 Such an analysis can require careful scrutiny of the scope of the IP, and again can require 
consulting multiple database(s) and also the expertise of individuals both inside and 
outside IPIB 110. Further, in step 520, a database within IPIB computer system 210 
(e.g., part of memory 216) is checked to determine whether any IP desirers 130 have 
inquired, in the (recent) past, about the type of IP currently being identified by IP owner 

10 120. All of this information can be of use to IPIB computer system 210 (and any 
employees of IPIB 1 10 who are directing the IPIB computer system) in determining the 
value of the IP available for transfer from IP owner 130 in step 525. If the IP is 
determined to have sufficient value, IPIB computer system 210 proceeds to step 340(a) of 
flow chart 300; however, if the IP is determined to have insufficient value, IPIB computer 

15 system 210 provides an indication to IP owner 120 that IPIB 1 10 does not (at this time) 
have an interested in buying or licensing this IP. 

Flow chart 502 of Fig. 5(b) shows several substeps that, in certain 
embodiments of the present invention, can be included within step 335(b) of Fig. 3. As 
discussed, step 335(b) concerns the processing of information from IP desirer 130 

20 regarding the nature of IP that the IP desirer wishes to obtain from IPIB 1 10. As shown, 
IPIB computer system 210 begins the processing by checking a database (e,g., within 
memory 216 of the IPIB computer system) of all IP held by IPIB 110 for JP that meets 
the specifications from IP desirer 130 (provided to the IPIB computer system in step 
330(b)). If it is determined that IPIB 110 owns or has license rights to IP that meets the 

25 specifications of IP desirer 130, IPIB computer system 210 proceeds directly to step 560, 
and therefore proceeds directly to step 340(b) of Fig. 3 (since IPIB 1 10 has appropriate IP 
to satisfy the needs of the EP desirer). If no relevant IP is found in step 540, flow chart 
502 proceeds to step 545, in which a database of IPIB computer system 210 (e.g., again 
typically within memory 216 of the IPIB computer system) is checked to determine if IP 

30 owners 120 have inquired about transferring to IPIB 110 the IP currently desired by IP 
desirer 130. 
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Appl. No. 09/724,744 
Am*. D«ed 1/28/07 

Response to Notice of Allowance dated 1/17/07 

aspect of the property fights rights; the evaluation; preparing of the agreement resulting from the 
negotiating of (f); and preparing of the agreement resulting from the negotiating of (h). 

71 . (Currently Amended) The method of claim 59, wherein at least some of(«Mh) feHD are 
performed by at least one human being and do not involve the web. 

72. (Previously Presented) The method of claim 71 , wherein the evaluation is performed at least 
in part by an employee of the intermediary, and wherein the intermediary is in communication 
with at least one of the first and second parties by way of at least one email message. 

73. (Currently Amended) The method of claim 59, wherein the intermediary interacts with an 
exchange entity to at least one of browse information available at the exchange entity, and 
retrieve information from the exchange entity, a»d4e place a first bid relation to the exchange 
entity- and respond to a second bid communicated via the exchange entity. 

74. (Previously Presented) The method of claim 73, wherein the computer system of the 
intermediary is in communication with an additional computer system of the exchange entity, 
and wherein the computer system of the intermediary employs software facilitating interactions 
with the additional computer system of the exchange entity. 

75. (Currently Amended) The method of claim 59, further comprising at least one of: 

(i) comparing at least one of the technological scope of the patent asset, the product coverage of 
the patent asset, and the market for products covered by the patent asset with additional 
information received from a plurality of parties concerning needs of those parties relating to 
patent rights; 

(ii) comparing a first description of a need of at least one additional party relating to patent 
rights with further information received from a plurality of further parties concerning patent 
assets available for transfer from those parties; and 

(iii) consulting at least one of a public database and a private database to identify an owner of a 
desired patent asset and, upon identifying the owner, contacting the owner. 

OCT 2 2WT 
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Amdt. Dated 1/28/07 

Response to Notice of Allowance dated 1 /l 7/07 

76. (Currently Amended) A method of facilitating an overall transfer of at least one property 
interest in a patent asset between first and second parties by way of the web, the first and second 
parties each being a respective corporate entity, the method comprising: 

(a) providing an interface by way of a computer system of an intermediary by which at least one 
of the first and second parties can communicate with the intermediary; 

(b) receiving identification information from at least one of the first and second parties by way 
of at least one of the web, the internet, a mail delivery, a telephone connection and another 
communication linkage; 

(c) obtaining first information concerning the patent asset, wherein the first information includes 
at least one of a number identifying the patent asset, a filing date, an issue date, expiration 
information, descriptive information concerning a technical subject matter of the patent asset, 
product information regarding a product that is within a scope of the patent asset, and market 
information regarding a market to which the patent asset pertains; 

(d) verifying at least one aspect of property rights of the first party in the patent asset, wherein 
the verifying includes checking an ownership status of the patent asset; 

(e) performing at least one evaluation, wherein the evaluation relates to at least one of a financial 
value of the patent asset, a technological scope of the patent asset, a product coverage of the 
patent asset, a market for products covered by the patent asset, and whether there have has 
been at least one ef past inquiri e s inquiry concerning the patent asset, the evaluation being 
performed at least in part by an employee of the intermediary; 

(f) negotiating conditions for transfer of at least some of the first party's property rights; 

(g) transferring the at least some of the first party's property fights rights to the intermediary 
based on an agreement resulting from the negotiating of (f) ? whereby the at least some of the 
first party's properly fights rights become property rights of the intermediary; 

(h) negotiating conditions for transfer of at least some of the intermediary's property rights; and 

(i) transferring the at least some of the intermediary's property rights to the second party based 
on an agreement resulting from the negotiating of (h). 

77. (Previously Presented) The method of claim 76, wherein the intermediary is an investment 
bank for which facilitating intellectual property transfers is a primary business purpose, wherein 
at least some of (aWi) in addition to (e) are performed by at least one human being, and wherein 
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the conditions for transfer in (f) include a requirement to transfer at least one of an assignment of 
the patent asset and a license to the patent asset. 

78. (Currently Amended) A method of facilitating an overall transfer of at least one property 
interest in a patent asset between first and second parties by way of the web, the first and second 
parties each being a respective corporate entity, the method comprising: 

(a) providing an interface by way of a computer system of an intermediary by which at least one 
of the first and second parties can communicate with the intermediary; 

(b) receiving identification information from at least one of the first and second parties; 

(c) obtaining first information concerning the patent asset, wherein the first information includes 
at least one of a number identifying the patent asset, a filing date, an issue date, expiration 
information, descriptive information concerning a technical subject matter of the patent asset, 
product information regarding a product that is within a scope of the patent asset, and market 
information regarding a market to which the patent asset pertains; 

(d) verifying at least one aspect of property rights of the first party in the patent asset; 

(e) performing at least one evaluation, wherein the evaluation relates to at least one of a financial 
value of the patent asset, a technological scope of the patent asset, a product coverage of the 
patent asset, a market for products covered by the patent asset, and whether there haw has 
been at least one ei past inquiriee inquiry concerning the patent asset; 

(f) negotiating conditions for transfer of at least some of the first party's property rights; 

(g) transferring the at least some of the first party's property rights to the intermediary based on 
an agreement resulting from the negotiating of (f), whereby the at least some of the first 
party's property rights become property rights of the intermediary; 

(h) negotiating conditions for transfer of at least some of the intermediary's properly property 
rights; and 

(i) transferring the at least some of the intermediary's property rights to the second party based 
on an agreement resulting from the negotiating of (h), 

wherein the transferring in at least one of (g) and (i) occurs by way of an additional exchange 
entity with which the intermediary interacts, and wherein at least one of (a)-(i) is performed at 
least in part by way of an employee of the intermediary. 
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